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C3 This application has been examined I^^Responsive to communication filed on_ 



This action is made final. 



A shortened statutory period for response to this action is set to expire _ 



-3 



. monthfs), . 



-dayr from the dale of this letter. 



Failure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133 
Part I THE FOLLOWING ATTACHMENTS) ARE PART OF THIS ACTION: 



1. CD Notice of References Cited by Examiner, PTO-892. 

Notice of Art Cited by Applicant, PTO-1449. 
5. □ Information on How to Effect Drawing Changes, PTO-1474.. 



Part II SUMMARY OF ACTION 

1. L£SCIaims . 



h&- 



2. □ Notice of Draftsman's Patent Drawing Review, PTO-948. 

4. □ Notice of Informal Patent Application, PTO-152. 

6. □ . 



_ are pending in the application. 



Of the above, claims 

2. CH Claims 

3. D Claims 

4. Claims 

5. EH Claims 



_ are withdrawn from consideration. 

have been cancelled. 

are allowed. 

are rejected. 

are objected to. 



w are subject to restriction or election requirement. 



Claims 

7. L— I This application has been filed with informal drawings under 37 C.F.R. 1 .85 which are acceptable for examination purposes. 

8. ED Formal drawings are required in response to this Office action. 

The corrected or substitute drawings have been received on _ 



Under 37 C.F.R. 1 .84 these drawings 



are □ acceptable; □ not acceptable (see explanation or Notice of Draftsman's Patent Drawing Review, PTO-948). 

. has (have) been □ approved by the 



10. C] The proposed additional or substitute sheet(s) of drawings, filed on 
examiner; D disapproved by the examiner (see explanation) . 



The proposed drawing correction, filed _ 



, has been □ approved; □ disapproved (see explanation). 



12. [Z3 Acknowledgement is made of the claim for priority under 35 U.S.C. 119. The certified copy has □ been received D not been received 

D been filed in parent application, serial no. ; filed on . 

13. O Since this application apppears to be in condition for allowance except for formal matters, prosecution as to the merits is closed in 

accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 

14. C] Other 
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The following is a quotation of the appropriate paragraphs 

of 35 U.S.C. 102 that form the basis for the rejections under 

this section made in this Office action: 

A person shall be entitled to a patent unless -- 
(e) The invention was described in (1) an application 
for patent, published under Section 122(b), by another 
filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United 
States before the invention by the applicant for 
patent, except that an international application filed 
under the treaty defined in section 351(a) shall have 
the effects for purposes of this subsection of an 
application filed in the United States only if the 
international application designated the United States 
and was published under Article 21(2) of such treaty in 
the English language. 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 



Claim 8 is rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Chen '745. Applicant's argument, that Chen '745 is not prior art 
to claim 8 since the present application claims foreign priority 
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to a document filed on November 9, 2 0 00, is not convincing, since 

there is no support in the foreign priority document for the 

limitation of the difference in concentration of a compound 

between the surface section and the intersection of the catalyst 

being larger than 10%. Paragraph [0028] on page 20 of the 

foreign priority document discloses that the difference in 

concentration is within a range of plus or minus 10%, which is 

not the same as a difference of "10%". 

The following is a quotation of the appropriate paragraphs 

of 35 U.S.C. 102 that form the basis for the rejections under 

this section made in this Office action: 

A person shall be entitled to a patent unless 
(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

Claims 1-7 and 12 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Ihara et al . '320. No distinction is seen between 
the catalyst disclosed by Ihara et al., and that recited in 
applicant's claims 1-7 and 12. Applicant's argument, that claim 
1 recites "a content of the compound of the at least one metal in 
said second catalytic layer being larger than that in said first 
catalytic layer" where the compound is "a compound of at least 
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one metal selected from the group consisting of alkali metal, 
alkaline earth metal and rare earth metal", is not convincing. 
The catalyst layer of Ihara et al . could arbitrarily be 
considered to constitute two "layers" wherein the second layer is 
thicker than the first layer, such that the second layer would 
have a greater content of the compound of the at least one metal 
than would the first layer, even given a uniform concentration of 
the compound throughout the entire catalyst of Ihara et al . In 
this regard, a distinction is drawn between "content" of the 
compound and "concentration" of the compound. Applicant's claims 
1-7 and 12 embrace a uniform concentration of the compound of the 
at least one metal in both the first and second catalytic layers. 

Claim 8 is rejected under 35 U.S.C- § 112, first paragraph, 
as containing subject matter which was not described in the 
specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 
There is no "description support" for the recitation of "a 
difference in concentration of said compound between the surface 
section and the intersection of said catalytic layer is larger 
than 10%". It is clear from original claim 8 and pages 4 and 12 
of the original specification that the difference in 
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concentration of the compound between the surface section and the 
intersection of the catalytic layer is within a range of plus or 
minus 10%, versus "larger than 10%". 

Claims 1-7 and 12 are rejected under 3 5 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. It is indefinite as to whether 
"content" is tantamount to "concentration", or whether it 
literally means "content", since it is clear from page 9, lines 
12-21 of the original specification that "concentration" is what 
is intended. 

The non- statutory double patenting rejection, whether of the 
obviousness -type or non-obviousness- type , is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent. In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi , 
759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 
29 USPQ 2d 2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(b) and (c) may be used to overcome an actual or 
provisional rejection based on a non- statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78(d). 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 



Claims 1-8 and 12 are provisionally rejected under the 
judicially created doctrine of obviousness- type double patenting 
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as being unpatentable over claims 1-4 of copending application 
Serial No. 10/315,058. Although the conflicting claims are not 
identical, they are not patentably distinct from each other 
because they overlap in scope with each other. 

This is a provisional obviousness -type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

Claims 1-8 and 12 are rejected under 35 U.S.C. § 102(e) as 
being anticipated by Yamamoto et al . '213. The applied reference 
has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. § 102(e). This rejection 
under 35 U.S.C. § 102(e) might be overcome either by a showing 
under 37 CFR 1.132 that any invention disclosed but not claimed 
in the reference was derived from the inventor of this 
application and is thus not the invention "by another, *' or by an 
appropriate showing under 37 CFR 1.131. See especially column 
12, lines 39-53 of Yamamoto et al . '213, which clearly discloses 
that the content of the second component contained in the metal- 
based catalyst layer is larger than the second component 
contained in the hydrocarbon adsorbent layer. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Wayne A. 
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Langel whose telephone number is (571) 272-1353. The examiner 
can normally be reached on Monday through Friday from 8 A.M. to 
3:30 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Stanley Silverman, can 
be reached on (571) 272-1358. The fax phone number for this 
Group is (703) 872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be 
obtained from either private PAIR or public PAIR. Status 
information for unpublished applications is available through 
private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



April 15, 2004 



WAL : cdc 




